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BEST AVAILABLE COPY 



REMARKS ARGUMENTS 

Claim 25 stands rejected under 35 USC 112, 2nd paragraph, as allegedly unclear 
how the water-borne, water-dispersible, or water-soluble resin or mixtures thereof could 
possibly be 99 wt% since the minimum of the remaining components is greater than 1 wt%, 
i.e., 1.03 wt%. 

The Examiner should note that the amounts of the listed components are shown to 
two significant figures. Thus, when the components other than the resins are totaled to the 
"1 .03" amount leaving "98.97 wt%" for the resin, the "98.97" amount was rounded off to two 
significant figures of "99". One skilled in the scientific arts clearly understands the process of 
rounding off to significant figures. Applicants submit that there is no 1 12 defect with regard 
to claim 25 and request reconsideration and withdrawal of the rejection. In the alternative, 
Applicants would be willing to amend the claim to recite "98.97 wt%". 

The subject matter of each pending claim was commonly owned by assignee 
because each co-inventor was under an employment contract to assign inventions. 

Claim 27 stands rejected under 35 USC 102b as anticipated by or, in the alternative, 
under 103a as obvious over US 4,31 1 ,618. The Examiner has cited Example 5 of the 
reference for disclosing the claimed components in an aqueous cleansing solution. As noted 
at Col 1/1 5+, US '618 teaches aqueous cleanser compositions for removal of residues of 
biological materials from laboratory equipment. There is no teaching or suggestion in this 
reference regarding the defoaming aspects of the alkyl glycidyl ether-capped polyamine 
compounds of the present application. 

Nevertheless, Applicants have amended claim 27 to be in the Jepson format, reciting 
in the preamble that which is known in the prior art, i.e., aqueous fountain solution 
compositions, followed by the inventive improvement. Since the claim now clearly pertains 
only to aqueous fountain solutions used in lithography, the cited reference with regard to 
compositions for cleansing laboratory equipment is not at all relevant to the presently claimed 
invention. Because the presently amended claim recites a fountain solution composition, 
US '618 cannot make out a 102b rejection. In addition, since US '618 neither teaches nor 
suggest anything about defoaming, it cannot possibly make out a 103a rejection. 
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Attached is a copy of an article entitled, "The Function of Fountain Solution in 
Lithography." 

Although the foam control function may be inherent in compounds disclosed in the 
reference, such inherency cannot be used as a basis for an obviousness rejection. MPEP 
2141.02 under the section headed DISCLOSED INHERENT PROPERTIES ARE PART OF 
"AS A WHOLE" INQUIRY, second paragraph, reads: 

"Obviousness cannot be predicated on what is not known at the time an invention is 
made, even if the inherency of a certain feature is later established. In re Rijckaert, 9 F.2d 
1531 , 28 USPQ2d 1955 (Fed Cir. 1993). See MPEP § 21 12 for the requirements of 
rejections based on inherency." 

MPEP 21 12.01 states in part at 21 12.01(11), "Therefore, if the prior art teaches the 
identical chemical structure, the properties applicant discloses and/or claims are necessarily 
present. In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir 1990)." A prior 
art reference teaching a claimed compound is synonymous with a 102 anticipation of such 
compound and the argument of inherency with regard to properties of the claimed compound 
is applicable. Such anticipation-based inherency is not present in the instant case. Such 
anticipation-based inherency is not the law with regard to the claims that have been rejected 
under 103 as being obvious or suggested as opposed to being specifically taught. The 
Examiner has misapplied the understanding of inherency regarding a 102 teaching or 
anticipation rejection to a 103 suggestion or obviousness rejection. 

The Examiner's position would never allow for any showing of unexpected results (in 
the present case a showing of foam control) to overcome an obviousness 103 rejection 
because the Examiner would say such showing is inherent and thus expected. Every 103 
rejection is based on a single reference or a combination of references that makes obvious 
or suggests the claimed subject matter. To then argue that the claimed subject matter 
rendered obvious by such single reference or combination of references necessarily or 
inherently possesses or exhibits the claimed properties or unexpected results would preclude 
any possibility of ever overcoming such a rejection by showing unexpected results. Such is 
clearly not the case law. 

In view of the above remarks and the amendment to Claim 27, Applicants request 
reconsideration and withdrawal of this rejection. 

Claims 24-29 stand rejected under 103a as being unpatentable over US 5,939,476 in 
view of JP S52-10847 (translation provided by Applicants). The Examiner recognizes that 
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US *476 differs from the instant claims in the use of the presently claimed alkyl glycidyl ether- 
capped polyamines. US '476 used certain alkylated polyamines. There is no teaching or 
suggestion with regard to the invention of '476 that the alkylated polyamines are being used 
for any antimicrobial properties to mitigate bacterial or mold growth. The thrust of *476 is the 
use of the alkylated polyamines as surface tension-reducing agents even though there is a 
prior art reference disclosing these materials having antimicrobial properties. JP '847 
discloses methods of making alkyl glycidyl ether-capped polyamines having antimicrobial or 
bactericidal properties for addition to bouillon culture mediums. There is no teaching or 
suggestion in this JP reference with regard to surface tension-reducing properties or 
defoaming properties of these compounds. 

The Examiner alleges that the aqueous compositions of '476 would be prone to mold 
and/or bacterial degradation upon lengthy storage; however, this is merely speculation, and 
there is no evidence on record of such being the case. Therefore, there would be no reason 
to substitute the compounds of JP '847 into the aqueous compositions of '476 for 
antimicrobial purposes let alone for the expectation of reducing foaming as claimed in the 
present application. This expectation cannot be obtained from JP '847 because there is no 
teaching or suggestion with regard to defoaming, and as pointed out previously, inherent 
properties of compounds, if not taught or disclosed in some manner, cannot support a 103 
obviousness rejection. The citation by the Examiner of In re Papsech for the proposition that 
a compound and all of its properties are generally inseparable is true and is case law with 
regard to claiming a compound already in the prior art and arguing patentability based on a 
newly-found property. In such instance it is case law that inherency applies to a 102b 
rejection. 

In view of the above remarks, Applicants request reconsideration of this rejection and 
its withdrawal. 

Claims 13-14, 18, and 24-29 have been provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 13-19, 
23, and 25-29 of co-pending application 10/1 12,537. 

Enclosed is a Terminal Disclaimer obviating this provisional obviousness-type double 
patenting rejection. 

Enclosed is a copy of the Power of Attorney filed in the parent application to allow the 
undersigned attorney to deal directly with the Examiner. 
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Believing this Application is in condition for allowance, Applicants solicit an action to 



that effect. 



Respectfully submitted, 



Michael Leach 
Attorney for Applicants 
Registration No. 27,349 

7201 Hamilton Boulevard 
Allentown, PA 18195-1501 
(610) 481-8519 




End. 
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This Page is Inserted by IFW Indexing and Scanning 
Operations and is not part of the Official Record. 

BEST AVAILABLE IMAGES 

Defective images within this document are accurate representations of the original 
documents submitted by the applicant. 

Defects in the images include but are not limited to the items checked: 

J 

ZJ BLACK BORDERS 
( □ IMAGE CUT OFF AT TOP, BOTTOM OR SIDES 
FADED TEXT OR DRAWING 
BLURRED OR ILLEGIBLE TEXT OR DRAWING 

□ SKEWED/SLANTED IMAGES 

□ COLOR OR BLACK AND WHITE PHOTOGRAPHS 

□ GRAY SCALE DOCUMENTS 

□ LINES OR MARKS ON ORIGINAL DOCUMENT 

□ REFERENCE(S) OR EXHIBIT(S) SUBMITTED ARE POOR QUALITY 

□ OTHER: 

IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 




